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1.	Introduction

The Internet Corporation for Assigned Names and Numbers (“ICANN”) is seeking one or more provider(s) to conduct an independent review of the Trademark Clearinghouse to assess the effectiveness of three key areas related to the Clearinghouse in meeting its intended objectives and to identify considerations for future application rounds of the New gTLD Program. The selected provider(s) will design and execute a study to create a meaningful report of quantitative and qualitative data on the specified areas for examination. The draft Report will be posted for comment and updated based on the feedback received. The final Report will be published and provided to the Governmental Advisory Committee (GAC) for review and consideration. ICANN is seeking one or more qualified providers to manage this complex exercise in a timely and efficient manner.   


2.	Contents of this RFP Packet

The Request for Proposal (RFP) packet contains the following documents:
i. The RFP Project Overview (this document) (Word doc)
ii. Business Requirements & Qualitative Questionnaire (Excel)
iii. Pricing Workbook (Excel)
iv. Participant Q&A Form (Excel)
v. Mutual NDA (PDF)
vi. ICANN'S CONTRACTOR CONFLICTS OF INTEREST DISCLOSURE (Word Doc)
vii. Customer References (Excel)


3.	General Instructions

1. All correspondence related to this RFP should be addressed to TMCHIndependentReview-rfp@icann.org .
2. If you have any questions about the RFP, you must submit them via email in the “Participant Q&A Form” excel template before the deadline for questions, per the timeline below.
3. Ensure that you submit your proposal for this RFP before the deadline indicated. Do not provide your response via postal mail or other means, unless explicitly requested. Submissions should be provided using supplied templates, supplemented by additional information, as necessary.
4. During this RFP process, please ensure that all direct communications with ICANN happen solely thru the Procurement department of ICANN (Vivek SenGupta, Director of Procurement and/or Kim Young , Sr. Procurement Specialist). Exceptions to this may only be for communications related to normal operations on active engagements with ICANN separate from this RFP process. Failure to abide by this process may be grounds for elimination from the RFP.
5. Note that ICANN email addresses should not be added to email subscription lists of your firm during this RFP evaluation process without explicit prior approval of the recipient. Such email subscriptions, if added without explicit prior approval, will reflect negatively upon your firm during the evaluation process.

4.	Purpose

Based on the Governmental Advisory Committee (GAC) recommendation in May 2011 for a comprehensive post-launch independent review of the Clearinghouse to be conducted one year after the launch of the 75th new gTLD in the round, ICANN has pledged to undertake a review to assess processes pertaining to the Clearinghouse in conjunction with the specified areas for review proposed by the GAC. The three key areas for examination in this review include: (a) Trademark Clearinghouse Guidelines and Verification Process; (b) Sunrise Period; and (c) Trademark Claims Service. 

Within these areas, we have identified other related topics to support a more detailed analysis. In addition, this review will incorporate a thorough assessment of the effectiveness of these areas in meeting their intended rights protection objectives. It is expected that the independent review will help identify other issues for evaluation that should be included in the analysis of the Trademark Clearinghouse, such as issues that could be addressed in policy development work in the community. Furthermore, it is anticipated the review will help inform the discussion and enable consideration of the rights protection mechanisms available in the domain name space.

As the Trademark Clearinghouse was developed to support rights protection mechanisms and serve a large ecosystem of Trademark Holders and Trademark Agents, registries, registrars, the study must be able to capture inputs in a representative manner from across the multitude of players relevant to the new domain namespace. 






5.	Overview of ICANN

ICANN is a non-profit public benefit corporation dedicated to preserving the operational security and stability of the Internet; to promoting competition; to achieving broad representation of global Internet communities; and to developing policy appropriate to its mission through bottom-up, consensus-based processes.  More specifically, ICANN:

1) Coordinates the allocation and assignment of the three sets of unique identifiers for the Internet, which are
a. Domain names (forming a system referred to as DNS);
b. Internet Protocol (“IP”) addresses;
c. Autonomous System (“AS”) numbers; and
d. Protocol port and parameter numbers.
2) Coordinates the operation and evolution of the DNS root name server system.
3) Coordinates policy development reasonably and appropriately related to these technical functions.

See www.icann.org for more information.

6.	Background 

Based on the Governmental Advisory Committee (GAC) recommendation for a comprehensive post-launch independent review of the Clearinghouse, ICANN has pledged to undertake a review to assess processes pertaining to the Clearinghouse in conjunction with the specified areas for review proposed by the GAC. This review will incorporate a thorough assessment of the effectiveness of the (a) Trademark Clearinghouse Guidelines and Verification Process; (b) Sunrise Period; and (c) Trademark Claims Service in meeting their intended rights protection objectives.

The rights protection mechanisms are an important feature of the New gTLD Program and are intended to mitigate potential risks and costs to rights holders due to the expansion of the new gTLD namespace. The rights protection mechanisms are designed to be applicable at various times over the life of a TLD.  For example, TLD launch processes include a Sunrise period and a Trademark Claims period, supported by verified trademark rights information as recorded in the Trademark Clearinghouse.  

The key areas relating to rights protection mechanisms include the Trademark Clearinghouse, Uniform Rapid Suspension system, and Post-Delegation Dispute Resolution Procedure. Over a period of time, substantial progress was made via a number of consultations between the GAC and the Board regarding how these mechanisms could be improved in order to expand and strengthen the level of rights protection without the process being burdensome for trademark owners. 

In May 2011, the GAC recommended an independent review of the Clearinghouse in an effort to move forward together on the remaining operational proposals in the GAC’s advice. As part of the analysis of the Trademark Clearinghouse, the GAC recommended that the following areas should be included in the independent review:

1) With regard to the issue of non-exact matches:

a) To assess whether domain names that include a mark at the beginning or the end of an applied for second level domain could be included in the services.

b) To establish whether the automated system should be enhanced to include key terms associated with the goods or services identified by the mark, and typographical variations identified by the rights holder.

2) With regard to the issue of ongoing Claims:

a) A consultation with registry providers, registrants and rights holders on the benefits or otherwise of extending the period of the Clearinghouse notifications beyond 90 days. 

b) An analysis of the impact of the operation of the Clearinghouse notifications on the commercial watch services market.

c) An assessment of the likely resource requirements for extending the operation of the Clearinghouse notifications to potential registrants for the life of each new registry. 

While ICANN has not previously conducted a study of this kind, ICANN staff has recently undertaken a Rights Protection Mechanisms Review intended to assess the effectiveness of the rights protection mechanisms established as safeguards in the New gTLD Program. The Rights Protection Mechanisms Review examines the data and input in many of the key areas relating to protection of trademark rights in the domain name system, including the Trademark Clearinghouse, Uniform Rapid Suspension system, and Post-Delegation Dispute Resolution Procedures. To help execute an effective review process, ICANN encouraged thoughtful input from the community in order to capture the experience of users of the Rights Protection Mechanisms and to consider how they affect the variety of stakeholders in the context of the DNS. It is expected that the independent review of the Clearinghouse will instead consider only the Trademark Clearinghouse related processes outlined below as opposed to all Rights Protection Mechanisms reviewed in the staff report. 

 


7.	Scope of Work

The objective of this RFP is to identify one or more qualified firm(s) to conduct an independent review of three key areas related to the Trademark Clearinghouse, anticipated to take place from October 2015 through February 2016.  

The work methods are expected to include the following:
· Review of articles, reports, and publicly available data relevant to the Terms of Reference, including the Final Report: Right Protection Mechanisms Review.
· Construction of methodology and timeline. 
· Documentation of methods and working papers. 
· Examination of documentation, records and reports. 
· Collection of data from public and non-public sources.
· Interviews of service providers (IBM and Deloitte), key stakeholder groups (trademark holders and agents).
· Execution of study – analysis of results. 
· Delivery of final Report.

Data sources include:
· Trademark Clearinghouse database.
· Records of dispute proceedings.
· Domain name registration data.
· UDRP and court proceedings.
· ICANN and TMCH customer service reports.
· Interviews of service providers (IBM and Deloitte), key user groups (trademark holders and agents).
· Rights Protection Mechanisms Review Final Report.
· Rights Protection Mechanisms Review Draft Report and public comment forum.

8.	Process

ICANN has not previously conducted an independent review of the Trademark Clearinghouse to assess processes pertaining to the Clearinghouse. However, ICANN staff has conducted a preliminary Right Protection Mechanisms Review, as noted in the Background section above. As this is a new type of study, ICANN is open to creative proposals from qualified firms in order to best capture the requisite data to approach and inform the efficacy of three key areas related to the Clearinghouse in meeting its intended objectives and to identify considerations for future application rounds of the New gTLD Program.



The study should, at a minimum:

a. Take into account Trademark Clearinghouse related data as available.
b. Identify the relevant Trademark Clearinghouse areas to be reviewed, such as:
i. Trademark Clearinghouse Guidelines and Verification Process

· Examining the effectiveness of the Trademark Clearinghouse Guidelines and Verification Process in informing Trademark Holders and Trademark Agents about the eligibility requirements for inclusion of trademarks in the Clearinghouse, participation in sunrise and claims services, and confirming the validity of a submitted trademark.

· Examining the effectiveness of the Trademark Clearinghouse Dispute Resolution Procedure in addressing disputes related to the Verification Services.

· Analyzing the standard for the proof of use requirement for trademark holders to qualify for participation in the Sunrise domain name registration processes.

· Consideration of the impact of expansion of the Matching Rules to include key terms associated with the goods or services identified by the mark, and typographical variations identified by the rights holder, and how this might impact the various services.

ii. Sunrise Period

· Evaluating the effectiveness of the Sunrise period in allowing trademark holders an advance opportunity to register domain names corresponding to their marks, and the utility of the verified trademark data in supporting registry Sunrise periods.

· Assessing the usefulness of the Qualified Launch Program, in providing registry operators the opportunity to register up to 100 domain names to third parties prior to the Sunrise Period for purposes of promoting the TLD while retaining the required intellectual property protections.

· Evaluating the effectiveness of the Sunrise Dispute Resolution Policy in providing a mechanism to resolve disputes related to Registry Operator’s allocation and Sunrise registration policies.

iii. Trademark Claims Service

· Assessing the efficiency of the Trademark Claims Service in providing a clear notice to the prospective domain name registrant of the scope of the Trademark Holder’s rights.

· Examining the effectiveness of including labels to a Clearinghouse record that have been found to be the subject of abusive registrations on the basis of a verified UDRP proceeding or court proceeding.

· Consideration of the impact of a requirement for the Claims service beyond the mandatory 90-day Claims period for each new gTLD. The Claims service notifies the Trademark holders whenever someone has activated a domain name in a new gTLD that exactly matches a term that is recorded in the Trademark Clearinghouse.

c. The review should take into account the following list of questions, which includes a set of questions previously developed to be asked as a benchmarking checklist against which to measure a proposal:
· What are the harms that are being addressed by the solution?
· Will it scale?
· Does it accommodate territorial variations in trademark rights?
· Does it conform to extent of actual legal rights?
· Does it work in light of IDNs?
· Can it be gamed and abused?
· Is it the least-burdensome solution?
· Is it technologically feasible?
· How will it affect consumers and competition?
· What are the costs and who pays them?
· How useful is this process?
· What challenges have been identified in using this process?
· Does the current approach provide value for the cost?
· What factors could be considered to make this process more effective?
· Would expanding the scope of this process generate consistent and repeatable results?
· If this process were to be modified, how would it affect users, current processing times and fees? 
· If this process were to be modified, are the required intellectual property rights protections retained?

d. Discuss any competitive factors that are unique to this market or to the current time period.
9.	High Level Selection Criteria

The decision to select a provider as an outcome of this RFP will be based on, but not limited to, the following selection criteria:

1) Demonstrated understanding of the assignment
2) Knowledge and expertise
a. Demonstrated experience in conducting similar types of studies
b. Basic knowledge of ICANN functions, the Trademark Clearinghouse and the domain name registration process
c. Geographic and cultural diversity, multilingualism
d. Suitability of proposed CVs
e. Description of how the provider will establish and maintain an independent status
f. Deep knowledge of trademark law and issues related to trademark law in a global context
g. Sufficient business knowledge necessary to assess cost issues
3) Proposed methodology - Design approach
a. Clearly articulated rationale for proposed methodology.
b. The methodology ensures that a statistically significant sample of TMCH records will be examined as well as registries and registrars, as relevant.  
c. Data collection, analysis and presentation tools are appropriate and accessible to ICANN staff and community. 
4) Proposed methodology - Implementation approach	
a. Suitable project management plan, including proposed timeline. 
b. Engagement model requires appropriate levels of coordination with ICANN and community members. 
c. Level of responsibility for designated key staff. 
5) Flexible approach, including preparation to commence work immediately upon engagement, but not limited to meeting the timeline by launching work in October 2015, allowing for shifting definitions and incorporating community input. 
6) Commitment to working with ICANN’s multi-stakeholder model, including a demonstrated understanding of and commitment to ICANN’s requirements for transparency and accountability. 
7) Reference checks (see template); both for applicant and any partner firms.
8) Financial value.
9) Independence and Conflict of interest.
10.	High Level Business Requirements

In order to be considered, the providers must be able to demonstrate ability to meet the following business requirements:

1. Ability to provide a complete response based on ICANN specifications by the designated due date.
2. Availability to participate in finalist presentations via conference call/remote participation.
3. Ability to negotiate a professional services agreement using ICANN Contractor Consulting Agreement.
4. Ability to begin work on 5 October 2015 and complete it by 19 February 2016.
5. Conduct periodic update calls during study, frequency to be determined.
6. Must develop work methods, data gathering mechanisms and evaluation/assessment approaches as appropriate for the activity.
7. Must conduct thorough analysis from a global perspective, considering regional issues and taking into account inputs in multiple languages, where relevant.
8. [bookmark: _GoBack]Must be able to conduct examination work using remote tools.
9. Must provide the following deliverables:
a. Work plan and timeline.
b. Report to include methodology and approach, assessment of the specific objective and quantifiable criteria, basis for conclusions, recommendations and consideration of public comments. 
c. Draft Report by 18 December 2015.
d. Working session(s), as necessary, with ICANN staff to discuss preliminary findings (via remote participation).
e. Final Report by 19 February 2016, based on responses to clarifying questions and comments from ICANN and feedback/comments received during public comment period.


11.	Proposal components

Proposals should include the following components:
a) Qualifications, including resumes and firm references, including two clients with whom you no longer contract. 
b) Proposed design approach and methodology, including relevant examples.
c) Proposed implementation approach, including work plan and timeline. 
d) Detailed cost estimate (see template).
e) Red-line markup of ICANN Contractor Consulting Agreement template.
f) Support activities expected from ICANN staff.

Please use attached templates to organize your response.

12.	Project Timeline

The following dates have been established as target milestones for this RFP. ICANN reserves the right to modify or change this timeline at any time as necessary.


	Activity
	Dates

	RFP published 
	7 August 2015

	Participants to indicate interest in
submitting RFP
	14 August 2015, by 23:59 UTC

	Participants submit any questions to
 ICANN (use template in RFP packet)
	17 August 2015, by 23:59 UTC

	ICANN responds to participant questions 
	21 August 2015

	Participant RFP proposals due by
	28 August 2015, by 23:59 UTC

	Preliminary evaluation of responses
	4 September 2015

	Target for participant presentations (finalists)
	Week of 14 September 2015

	Target for Final evaluations and selection of 
vendor (includes negotiations, contracting and award to participant)
	28 September 2015

	Estimated start of implementation
	5 October 2015

	Deliver Draft Report to ICANN 
	18 December 2015

	Updated Report delivered based on comments/feedback 
	19 February 2016



13.	Proposal submission instructions

Proposals should be electronically submitted to TMCHIndependentReview-rfp@icann.org by 23:59 UTC on 28 August 2015. Submissions should be provided using supplied templates, supplemented by additional information, as necessary.











14.	Terms and Conditions

General Terms
1. Submission of a proposal shall constitute Respondent’s acknowledgment and acceptance of all the specifications, requirements and terms and conditions in this RFP.  
2. All costs of preparing and submitting its proposal, responding to or providing any other assistance to ICANN in connection with this RFP will be borne by the Respondent.
3. All submitted proposals including any supporting materials or documentation will become the property of ICANN. If Respondent’s proposal contains any proprietary information that should not be disclosed or used by ICANN other than for the purposes of evaluating the proposal that information should be marked with appropriate confidentiality markings.  ICANN may return the RFP to the Respondent in the event ICANN is unwilling to comply with a request for confidentiality of any portion of the response.
[bookmark: _Toc387764646][bookmark: _Toc397499044]
Discrepancies, Omissions and Additional Information
1. 
2. 
3. 
4. 
5. 
5.1. 
5.2. 
5.3. 
5.4. 
5.5. 
1. 
2. 
3. 
4. Respondent is responsible for examining this RFP and all addenda. Failure to do so will be at the sole risk of Respondent. Should Respondent find discrepancies, omissions, unclear or ambiguous intent or meaning, or should any question arise concerning this RFP, Respondent must notify ICANN immediately in writing via e-mail no later than three (3) days prior to the deadline for bid submissions. Should such issues remain unresolved by ICANN, in writing, prior to Respondent’s preparation of its proposal, they should be noted in Respondent’s proposal.
5. Oral statements made by ICANN’s employees, agents, and representatives concerning this RFP are not binding upon ICANN in its consideration of this RFP. If Respondent requires additional information, Respondent must request that the issuer of this RFP furnish such information in writing.
6. A Respondent’s proposal is presumed to represent its best efforts to respond to the RFP. Any significant inconsistency, if unexplained, raises a fundamental issue of the Respondent’s understanding of the nature and scope of the work required and of its ability to perform the contract as proposed and may be cause for rejection of the proposal. 
7. If necessary, supplemental information to this RFP will be published on ICANN’s announcement for the RFP or provided to the prospective Respondents receiving this RFP. All supplemental information issued by ICANN will form part of this RFP. ICANN is not responsible for any failure by prospective Respondents to receive supplemental information.
[bookmark: _Toc387764647][bookmark: _Toc397499045]
Assessment and Award
8. [bookmark: _Toc397499046]ICANN reserves the right, without penalty and at its discretion, to accept or reject any proposal, withdraw this RFP, make no award, to waive or permit the correction of any informality or irregularity and to disregard any non-conforming or conditional proposal.
9. ICANN may request a Respondent to provide further information or documentation to support Respondent’s proposal and its ability to provide the products and/or services contemplated by this RFP.
10. ICANN is not obliged to accept the lowest priced proposal. Price is only one of the determining factors for the successful award.
11. ICANN will assess proposals based on compliant responses to the requirements set out in this RFP, any further issued clarifications (if any) and consideration of any other issues or evidence relevant to the Respondent’s ability to successfully provide and implement the products and/or services contemplated by this RFP and in the best interests of ICANN.
12. ICANN reserves the right to enter into contractual negotiations and if necessary, modify any terms and conditions of a final contract with the Respondent whose proposal offers the best value to ICANN.












Appendix: Topic Background

Trademark Clearinghouse Guidelines and Verification Process:

The Trademark Clearinghouse Guidelines serve as a guideline for Trademark Holders and Trademark Agents to inform them about the eligibility requirements for inclusion of trademarks in the Clearinghouse and participation in sunrise and claims services. The Clearinghouse Guidelines were drafted based on ICANN’s requirements as specified in the gTLD Applicant Guidebook and are intended to provide an overview of the eligibility requirements and what type of marks may be accepted for inclusion in the Clearinghouse. 

The Clearinghouse accepts three types of marks, and depending on the type of the mark and the country of protection, a check will be conducted against the online databases or an in-depth analysis will be performed. The Clearinghouse accepts and verifies the following intellectual property rights: 

(i) nationally or regionally or registered trademarks; 
(ii) court-validated marks; and 
(iii) marks protected by statute or treaty. 


Trademark Clearinghouse Dispute Resolution Procedure:

The Trademark Clearinghouse accepts and verifies different types of trademark data submitted by a Trademark Holder or Trademark Agent, and whether the Trademark Record meets the eligibility requirements for inclusion in the Clearinghouse. The Trademark Clearinghouse dispute resolution procedure addresses disputes related to the Verification Services and provides a mechanism through which Trademark Holders and Trademark Agents may correct or modify any information in a Trademark Record when they submit a Trademark Record to the Clearinghouse. This Correction Process is in place in order to limit the number of disputes and potential additional costs involved in processing the Disputes.


Proof of Use:

Proof of use is required to qualify for participation in Sunrise domain name registration processes. A registered trademark that has been verified for acceptable proof of use and thus has met the eligibility requirements for Sunrise as verified by the Trademark Clearinghouse (i.e. a “Sunrise – eligible rights holder”) has the opportunity to register domain names in new gTLD registries prior to the start of General Registration of domain names in the TLD. The trademark record that has been verified for proof of use will be issued a Signed Mark Data (SMD) file generated by the Clearinghouse.

An SMD file is a token demonstrating that the Clearinghouse has verified minimum eligibility requirements for Sunrise; all registration of domain names during Sunrise periods must utilize SMD files. Essentially, having a verified trademark in the Clearinghouse gives rights holders the option to qualify for Sunrise eligibility by providing proof of use in order to participate in the Sunrise period, which is the maximum amount of protection offered by the Clearinghouse.


Matching Rules:

Domain names associated with a Clearinghouse record are generated according to a defined set of matching rules. When you submit your information to the Clearinghouse, part of your file consists of the different domain names corresponding to that record. Up to 10 domain names corresponding to one trademark record are included in the initial cost of verification by the Clearinghouse. If there are more than 10 domain names corresponding to the record, an extra fee can be paid to have those additional names associated with the record. 

The current matching rules were implemented following extensive community discussions and recommendations. In reviewing the community discussions leading to the proposed implementation, ICANN also identified a set of principles to guide the implementation of the matching rules. Ultimately, the current process was the most widely supported and implementable solution and addresses most of the concerns that were raised by the community.  

However, the GAC previously advised that the automation of the Trademark Claims and Sunrise services should allow the inclusion of non-exact matches. Thus, the GAC recommends a requirement that the candidate should assess whether domain names that include a mark at the beginning or the end of an applied for second level domain could be included in the services.


Sunrise Period:

The Sunrise period allows trademark holders an advance opportunity to register domain names corresponding to their marks before names are generally available to the public. Registration of domain names in the TLD during the Sunrise period is restricted to Sunrise-eligible rights holders, as demonstrated by an SMD file generated by the Trademark Clearinghouse. 

New gTLD registries are required to offer a Sunrise period of at least 30 days. This can occur in line with one of two options: 

(i) In the case of a Start-Date Sunrise, the Registry Operator must provide the service for a minimum of thirty (30) calendar days prior to General Registration and must provide thirty (30) calendar days’ notice prior to the start of the Sunrise period. 
(ii) In the case of an End-Date Sunrise, the Registry has no advance notice requirement; however, the Registry Operator must provide the service for a minimum of sixty (60) calendar days prior to General Registration, and must not use a time-based allocation method (e.g., first come, first served). 


Approved Launch Programs & Qualified Launch Program: 

The Approved Launch Programs & Qualified Launch Program are intended to provide registry operators with greater flexibility and fewer restrictions as to how to set up TLD launch processes. As provided for in the RPM Requirements, registries have the ability to submit a request for an Approved Launch Program (ALP). ICANN noticed common themes among many of the proposed launch programs including the desired allocation of domain names as additional marketing tools prior to Sunrise, and desired protections for “public authority” categories of names, such as subdivisions or districts of a city or region.

With this in mind, ICANN consulted with the community to develop a solution that would take into account these themes while retaining the required intellectual property protections. The result was the Qualified Launch Program (QLP), which gives registry operators the opportunity to register up to 100 domain names to third parties prior to the Sunrise Period for purposes of promoting the TLD, under certain conditions.

Under the QLP, a limited number of names may be allocated by the registry in advance of the Sunrise period. If a domain name matches a label in the Clearinghouse, the domain name may be registered to a Sunrise-eligible rights holder, as defined in the Trademark Clearinghouse Requirements. If a domain name does not match a label in the Trademark Clearinghouse, the domain name may be registered in a QLP to any third party. Names may also be registered to public authorities under the QLP, subject to certain requirements.


Sunrise Dispute Resolution Policy:

As specified in the Registry Agreement, each Registry Operator must provide a mechanism to resolve disputes regarding its registrations of Sunrise registrations. Each Registry Operator must develop a Sunrise Dispute Resolution Policy (“SDRP”) to allow challenges to Sunrise Registrations related to Registry Operator’s allocation and registration policies, including on the grounds that the domain name that was registered does not match the trademark record on which the Sunrise-eligible rights holder based its Sunrise registration. The SDRP is a required element of each registry’s TLD Startup Information and is published on ICANN’s website; however, registries are not currently required to report data relating to this policy, such as the outcome of disputes.


Reserved Names:

Under Section 2.6 of the Registry Agreement, registries have discretion to establish reserved name policies. Under Specification 5 to the agreement, a registry operator may activate in the DNS at all levels up to one hundred names necessary for the operation or the promotion of the TLD. As provided in the QLP (discussed above), registries may use some of the 100 names for allocation prior to Sunrise. 

In addition, a registry operator may withhold from registration or allocate to itself names at all levels of the TLD. These names may not be activated in the DNS, but may be released for registration to another person or entity at Registry Operator’s discretion. If a reserved name is released during the Claims period, it must be subject to the Claims service. If a reserved name is released after the Claims period, it must also be subject to the Claims service for 90 days. The


Trademark Claims Service:

The Trademark Claims period follows the Sunrise period and runs for at least the first 90 days of general registration. “General Registration” in a TLD is deemed to occur on the first day following the Sunrise Period in which domain names are generally made available to all registrants that are qualified to register domain names within the TLD.

During the Trademark Claims period for a TLD, anyone attempting to register a domain name matching a mark that is recorded in the Trademark Clearinghouse will receive a notification displaying the relevant mark information. The Claims Notice is intended to provide clear notice to the prospective domain name registrant of the scope of the Trademark Holder’s rights.


Inclusion of Previously Abused Labels:

The inclusion of up to 50 previously abused labels (sometimes referred to as “plus 50”) was implemented to strengthen trademark protection available through the Clearinghouse. This add-on to the Claims service allows up to 50 abused domain labels that have been found to be the subject of abusive registrations on the basis of a verified UDRP proceeding or court proceeding may be added to a Clearinghouse record. 

These names may be mapped to an existing record where the Clearinghouse has already verified the trademark. Attempts to register domain names matching these labels will generate the Claims notices as well as the notices to the rights holder if the registration proceeds.


Ongoing Notification Service:

Commercial watch services provide brand owners with the ability to protect their trademarks from a wide range of brand abuse. Fees vary according to the level of brand protection desired and average approximately $300 per mark per year. Commercial watch services use detection technology such as photo detection, graphics recognition and scoring technology to proactively monitor online data sources. When online brand abuse is detected, automated enforcement measures are deployed to stop the abuses from continuing. Domain name watch services provide online brand protection with a corporate focus, thus customers tend to include fortune 500 companies such as FedEx and Time Warner. 

Since the introduction of the Trademark Clearinghouse in March of 2013, trademark holders have been able to utilize this centralized database to protect their brands in the expanding domain name space. For a fee of approximately $150 per mark per year, both domain name registrants as well as trademark holders will be warned of possible infringements. Even though the Claims service does not prevent the registrant from proceeding with the registration, it is intended to deter trademark infringers as well as to raise awareness to the prospective registrant of the brand owner’s rights. 

As previously mentioned, domain name watch services primarily cater to some of the largest and most demanding companies in the United States. Conversely, Clearinghouse customers not only include large corporations worldwide, as well as any private person seeking additional trademark protection in the ever-expanding Internet space.

